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after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election of Group I in the reply filed on July 13, 2009 is 
acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), which 
papers have been placed of record in the file. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-8 and 15 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims 1-8 and 15 are indefinite for claiming the invention in terms of physical properties rather 
than the chemical or structural features that produce said properties. Ex parte Slob, 157 USPQ 172, 
states, "Claims merely setting forth physical characteristics desired in an article, and not setting forth 
specific composition which would meet such characteristics, are invalid as vague, indefinite, and 
functional since they cover any conceivable combination of ingredients either presently existing or which 
might be discovered in the future and which would impart said desired characteristics." Also, "it is 
necessary that the product be described with sufficient particularity that it can be identified so that one 
can determine what will and will not infringe." BengerLabs, Ltd v. R.K. Lams Co., 135 USPQ '['[Jnre 
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Bridgeford 149 USPQ 55, Locklin etal. v. Switzer Bros., Inc., 131 USPQ 294. Furthermore, "Reciting the 
physical and chemical characteristics of the claimed product will not suffice where it is not certain that a 
sufficient number of characteristics have been recited that the claim reads only on the particular 
compound which applicant has invented." Ex parte Siddiqui, 156 USPQ 426, Ex parte Davission et al., 
133 USPQ 400, Experts Fox, 128 USPQ 157. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or In public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention Is not Identically disclosed or described as set 
forth In section 102 of this title, If the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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8. Claims 1-8 are rejected under 35 U.S.C. 102(b) as anticipated by or, in tlie 
alternative, under 35 U.S.C. 103(a) as obvious over Sastry et al., 6,150,497 (Sastry). 
Regarding Independent claim 1 

Sastry discloses a polyglycolic acid resin filaments comprising a polyglycolic acid 
resin having a residual or no monomer content and exhibiting a tensile strength of at 
least 750 MPa. See entire document and Examples. In particular, Sastry at column 3, 
line 66 through column 4, and line 10 discloses that his process includes a vacuum step 
to remove residual monomer, which improves the strength of the final product. In 
addition, Sastry discloses tensile strengths of 109,400 psi (754.286 MPa) and 142,100 
psi (979.74 MPa). See column 5, lines 10-17 and Example 1 . The removal of residual 
monomer anticipates or in the alternative renders obvious the requirement that the 
residual monomer content be below 0.5 wt%. Absent factual evidence to the contrary, 
the examiner has reason to believe that polyglycolic acid resin is the same as or 
substantially similar to that of applicants. Regarding the knot strength, the filaments are 
melt spun and subjected to a two-step drawing process. Additionally, the polyglycolic 
acid resin appears to be the same as that contemplated by applicants, the resultant 
filaments have a tensile strength within the present claimed range, therefore, the 
examiner has reason to believe that properties such as the knot strength are the same 
as well, in the absence of factual evidence to the contrary. 
Regarding dependent claims 2-8 

As to claims 2 and 5-8, as set forth above, the polyglycolic acid resin appears to 
be the same as that contemplated by applicants, the resultant filaments have a tensile 
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strength within the present claimed range, therefore, the examiner has reason to believe 
that properties such as the knot strength and tensile elongation are the same as well, in 
the absence of factual evidence to the contrary. 

As to claim 3, Sastry discloses a tensile strength of 979.74 MPa which 
anticipates the present claimed range. 

As to claim 4, as set forth above, the removal of residual monomer anticipates or 
in the alternative renders obvious the requirement that the residual monomer content be 
below 0.2 wt%. Absent factual evidence to the contrary, the examiner has reason to 
believe that polyglycolic acid resin is the same as or substantially similar to that of 
applicants and has the residual monomer content with the claimed critical range. 

"Products of identical chemical composition can not have mutually exclusive 
properties." A chemical composition and its properties are inseparable. Therefore, if 
the prior art teaches the identical chemical structure, the properties applicant discloses 
and/or claims are necessarily present. In re Spada, 91 1 F.2d 705, 709, 15 USPQ2d 
1655, 1658 (Fed. Cir. 1990). Accordingly, the examiner has reason to believe that the 
polyglycolic acid resin filament of the present claimed invention is the same as or 
substantially similar to that of the prior art, in the absence of clear factual evidence to 
the contrary. Where the claimed and prior art products are identical or substantially 
identical in structure or composition, or are produced by identical or substantially 
identical processes, a prima facie case of either anticipation or obviousness has been 
established. In re Best, 562 F.2d 1 252, 1 255, 1 95 USPQ 430, 433 (CCPA 1 977). 
"When the PTO shows a sound basis for believing that the products of the applicant and 
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the prior art are tlie same, tlie applicant has the burden of showing that they are not." In 
re Spada, 91 1 F.2ci 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). See MPEP 
2112.01. 

Therefore, the teachings of Sastry anticipate or in the alternative, render obvious 
the invention as claimed in present claims 1-8. 

9. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sastry et 
al., 6,150,497 (Sastry) as applied above to claims 1-8, in view of applicants' disclosure 
in [0002], [0005] of the specification. 

Sastry is as set forth above but does not teach the formation of fishing lines. 
Applicants' disclose at [0002] and [0005] discloses that it is known in the art to form 
fishing lines from biodegradable filaments, such as those formed from polyester. This 
teaching would have provided motivation to use the polyglycolic acid resin of Sastry in 
the formation of fishing lines, with the reasonable expectation of success of producing a 
high strength biodegradable fishing line. 

Therefore, the combined teachings of Sastry and applicants' disclosure at [0002] 
and [0005] would have rendered obvious the invention as claimed in present claim 15. 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jill Gray whose telephone number is 571-272-1524. 
The examiner can normally be reached on M-Th and alternate Fridays 10:00-6:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jill Gray/ 
Primary Examiner 
Art Unit 1794 

jmg 



